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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1 . 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 26-28 and 30-39 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The claims are directed to neither 
a "process" nor a "machine," but rather embraces or overlaps two different statutory 
classes of invention set forth in 35 U.S.C. 101 which is drafted so as to set forth the 
statutory classes of invention in the alternative only. Id. at 1551 . 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which It pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his Invention. 

4. Claims 18-24, 26-28, and 30-40 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 
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Claim 18 recites the newly added limitation of "predetermined spectral range". 
However, nowhere does the specification as it is originally filed teach or disclose the 
newly added limitation. Therefore, the newly added limitation is considered new matter. 

During a telephone interview on 7/1/2010, applicant's representative Mark P. 
Weichselbaum alleged that paragraph 0020 on page 6 of the Instant application 
supports the newly added limitation. However, the paragraph only discloses that "... An 
encoding module COD is connected in series to the coupler K1, said encoding module 
encodes a check-back signal Sosc from a monitoring channel OSC of the transmission 
system in such a way that defined proportion of its output is concentrated in a narrow- 
band spectral range. ..." Nowhere does the paragraph disclose that the spectral range 
of the check-back signal is "predetermined spectral range". In addition, the specification 
fails to define what is considered as "a narrow-band spectral range". 

Claims 23, 26, 27, and 40 recite the similar limitation. 

Claim 19 recites the limitation of "concentrating a constant proportion of an 
output in a defined frequency range of the check-back signal in a narrow-band spectral 
range". However, it is not clear what is technically considered "a narrow-band spectral 
range". 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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6. Claims 1 8-24, 26-28, and 30-40 are rejected under 35 U.S.C. 1 1 2, second 
paragrapli, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 18 recites the limitation "wherein a concentration of a constant proportion 
of the output of the check-back signal is created in the predetermined spectral range by 
evenly distributing ones and zeros from the data of the check-back signal, followed by 
appropriate encoding." However, it is unclear what the cited limitation means. Claims 
23, 26, 27, and 40 recite the similar limitation. 

Regarding claims 26 and 27, a single claim which claims both an apparatus and 
the method steps of using the apparatus is indefinite under 35 U.S.C. 112, second 
paragraph. *> IPXL Holdings v. Amazon.com, Inc., 430 F.2d 1377, 1384, 77 USPQ2d 
1 140, 1 145 (Fed. Cir. 2005);< Ex parte Lyell, 17 USPQ2d 1548 (Bd. Pat. App. & Inter. 
1990) *>(< claim directed to an automatic transmission workstand and the method * of 
using It * held ** ambiguous and properly rejected under 35 U.S.C. 112, second 
paragraph>)<. 

Claim Rejections - 35 USC § 102 

7. The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 
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8. Claims 40 is rejected under 35 U.S.C. 102(a) as being clearly anticipated by 
Thanhaeuser (DE 1 00461 04A1, provided in IDS). 

Regarding claim 40, as it is understood in view of the above 112 problems, 
Thanhaeuser discloses an arrangement (fig. 1) comprising: 

an optical waveguide (fig. 1, waveguide 15) for transmitting optical signals, 
wherein In a first section of the optical waveguide, a first coupler (fig. 1 , coupler 4) Is 
arranged to couple a check-back signal, to which coupler an encoding module is 
connected in series for concentrating a constant proportion of the output of check-back 
signal In a predetermined spectral range, 

wherein in a further section of the optical waveguide, a decoupler (fig. 1 , OE 5) Is 
placed to bifurcate the check-back signal from the optical waveguide, wherein the 
decoupled check-back signal is directed via an opto-electric modulator and further via a 
gain controller (fig. 1 , AGC 7) to a narrow-band band-pass filter (fig. 1 , filter 8) for 
Isolating the narrow-band spectral range of the decoupled check-back signal, and 

wherein a measuring module (fig. 1 , detector 9) of is subsequent to the band- 
pass filter. 

Please note that other claim languages in the claim do not limit the claimed 
arrangement in a particular structure. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 18-21, and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Thanhaeuser (DE 1 00461 04A1, provided in IDS). 

Regarding claims 18 and 26, as the yare understood in view of the above 112 
problems, Thanhaeuser discloses a method and apparatus for detecting a check-back 
signal in an optical transmission system for optical signals (fig. 1), comprising: 

concentrating a constant proportion of an output in a defined frequency range of 
the check-back signal in a predetermined spectral range; 

feeding the check-back signal into the transmission system at the sending end; 
decoupling the check-back signal after a section of the transmission system; 

modulating (fig. 1 , DE 5), amplifying and filtering (fig. 1 , AGC 7, and filter 8) the 
decoupled check-back signal to isolate the predetermined spectral range of the check- 
back signal; and 

determining (fig. 1 , detector 9) the output of the isolated narrow-band spectral 
range for the detection of the check-back signal. 

Thanhaeuser differs from the claimed invention in that Thanhaeuser does not 
specifically disclose that the amplification of the check-back signal decoupled from the 
transmission system is linear in amplitude. However, it would have been obvious for 
one of ordinary skill in the art at the time when the invention was made to improve the 
method and apparatus of Thanhaeuser by employing narrowing the spectral and limiting 
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the amplification in linear range. The motivation would have been to improve the 
performance of the method and system of Thanhaeuser. 

Regarding claim 19, as it is understood in view of the above 112 problem, the 
check-back signal of Thanhaeuser inherently has a spectral range. 

Regarding claim 20, Thanhaeuser differs from the claimed invention in that 
Thanhaeuser does not specifically disclose that the signal is CMI or RZ encoded. 
However, Applicant admits (previous Official Notice) that CMI or RZ are well known 
modulation format in the art. Therefore, it would have been obvious for one of ordinary 
skill in the art at the time when the invention was made to incorporate these 
modulations in order to encode signals in an optical carrier. 

Regarding claim 21, Thanhaeuser further discloses an opto-electric modulation 
and the amplification of the decoupled signal is provided at least for the data bandwidth 
of the check-back signal (fig. 1). 

1 1 . Claims 22-24, 27-28, and 30-39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Thanhaeuser (DE 1 00461 04A1, provided in IDS) in viewof Ohta 
(United States Patent Application Publication US 2003/0072064 A1). 

Regarding claims 22, 30-33, Thanhaeuser has been discussed above in regard 
with claims 18 and 40. Thanhaeuser differs from the claimed invention in that 
Thanhaeuser does not specifically disclose an additional regeneration of the check-back 
signal is provided. However, it is well known in the art to provide an additional check- 
back signal. For example, Ohta discloses to provide an additional check-back signal 
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(FIG. 1 ). Therefore, it would have been obvious for one of ordinary skill in the art at the 
time when the invention was made to incorporate addition of regenerated check-back 
signal, as disclosed by Ohta, in the system of Thanhaeuser. The motivation would have 
been to provide further control of the transmission system (Ohta: paragraphs 0038- 
0039). 

Regarding claims 23-24 and 27-28, as they are understood in view of the above 
112 problems, Thanhaeuser has been discussed above in regard with claims 18 and 
40. Thanhaeuser differs from the claimed invention in that Thanhaeuser does not 
specifically disclose a pump source arranged in the section of the transmission system. 
However, It Is well known in the art to arrange a pump source in the section of the 
transmission system. For example, Ohta discloses to arrange a pump source in the 
section of the transmission system (fig. 1 ). Ohta further discloses that the pump source 
Is controlled by a check back signal (fig. 1 , SV). Therefore, It would have been obvious 
for one of ordinary skill in the art at the time when the invention was made to 
incorporate the pump source of Ohta in the system of Thanhaeuser and configure the 
pumps to make the necessary amplification of the optical signals is switched off when 
the system Is In operation or when the system is not In operation It remains switched off 
and wherein If no line discontinuity Is determined, the pump source Is switched on. The 
motivation would have been to control the signal intensity in the transmission line. 

Regarding claims 34-35, Thanhaeuser further discloses that the components can 
be integrated in one decoupling line of a monitoring channel with check-back signal 
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used for network management. Ohta further discloses tliat tlie regenerator is 
connected in series to the decoding module (Ohta: fig.1). 

Regarding claims 36 and 37, Thanhaeuser and Ohta differ from the claimed 
invention in that Thanhaeuser and Ohta do not specifically disclose that the narrow- 
band spectral range has 50% of the total output of the check-back signal issuing from 
the encoding module. However, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to set the narrow-band spectral range to 
be 50% of the total output of the check-back signal issuing from the encoding module, 
since it has been held that where the general conditions of a claim are disclosed in the 
prior art, discovering the optimum or workable ranges involves only routine skill in the 
art. In reA11er, 105 USPQ 233. 

Regarding claims 38 and 29, the output level of the modified system of 
Thanhaeuser and Ohta can be detected or determined when the pump source arranged 
in the optical waveguide whether said pump source is switched on or off. 

Response to Arguments 

1 2. Applicant's arguments regarding rejections under 35 U.S.C. §1 1 2, second 
paragraph filed on 5/24/2010 have been fully considered but they are not persuasive. 

Specifically, Applicant argues, "... Applicants believe it is not necessary to 
specify the exact parameters of the spectral range. The terms, "narrowband" and 
"wideband" are well known in the art. Applicants believe that one of ordinary skill in the 
art is very well equipped to determine the meaning of a narrowband spectral range." 
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However, according to Newton's Telecom Dictionary (Flatiron Publishing, New York, 
1998), narroband is "1 . An imprecision term. Some people think it's sub-voice grade 
channels capable of only carrying 100 to 200 bits per second. Others think it means 
lines or circuits able to carry data up to 2400 bits per second. ..." Without specifically 
defining, "narrowband" can mean different things. In other words, a person of skill in the 
art could not interpret the metes and bounds of the claim. Therefore, the rejection 
under 35 U.S.C. §112, second paragraph is proper. 

1 3. Applicant's other arguments are moot in view of the rejections. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to QUAN-ZHEN WANG whose telephone number is 

(571 )272-31 14. The examiner can normally be reached on 9:00 AM - 5:00 PM, Monday 
- Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kenneth Vanderpuye can be reached on (571) 272-3078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

7/2/2010 

/Quan-Zhen Wang/ 

Primary Examiner, Art Unit 2613 



